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DETAILED ACTION 

In view of the Appeal Brief filed on 12-4-2007, PROSECUTION IS HEREBY 
REOPENED. A new rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1.113 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41 .20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below: 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 20-21 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 20, it is unclear how the "means for navigating.." and "means for 
orienting..." further limit the guide book. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

Claims 1-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
4,965,948 to Ruebens. 

Ruebens discloses a photography guidebook comprising a plurality of blank 
photograph locations (22) and a plurality of writing surfaces (34) with indicia imprinted 
thereon (35,36). 

Ruebens discloses the claimed invention expect for the specific arrangement 
and/or content of the indicia (printed matter) set forth in the claims (i.e. photograph 
descriptions including one or more of camera location, coordinates, magnetic bearing of 
the lens, inclination of camera, shutter speed, an aperture, a plurality of environmental 
conditions, film type, recited in claim 2). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to alter the indicia since it would only depend on the intended use 
of the assembly and the desired information to be displayed. Further, it has been held 
that when the claimed printed matter is not functionally related to the substrate it will not 
distinguish the invention from the prior art in terms of patentability. In re Gulack, 217 
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USPQ 401 (CAFC 1983). The fact that the content of the printed matter placed on the 
substrate may render the device more convenient by providing an individual with a 
specific type of information/instruction does not alter the functional relationship. Mere 
support by the substrate for the printed matter is not the kind of functional relationship 
necessary for patentability. Thus, there is no novel and unobvious functional 
relationship between the printed matter (photograph descriptions) and the substrate 
(guidebook) that is required for patentability. 

Regarding claims 3-4, Ruebens discloses that the descriptions are placed in a 
portion of the guidebook separate from the photograph locations, the descriptions are 
placed adjacent their photograph locations (see figure 1 for example). 

Regarding claim 5, Ruebens discloses that the descriptions comprise a caption 
for the photograph and a set of technical details of the photograph locations (see figure 
1 and the In re Gulack rejection above). 

Regarding claim 6, Ruebens discloses that the technical details are placed in a 
portion of the guidebook separate from the photograph locations and captions (figure 1). 

Regarding claims 7-9 see rejections of claims 1-3 above. 

Claims 10-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
6,257,621 to Smith in view of 965,948 to Ruebens. Smith discloses a system 
comprising a camera and guidebook having a plurality of blank photograph locations 
(see fig 1 and column 3 lines 50-53 of Smith) 

Smith does not show a plurality of preprinted photograph descriptions of the 
blank photograph locations. 
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Ruebens teaches having preprinted indicia associated with the photos (35,36). 

Regarding the specific arrangement and/or content of the indicia (printed matter) 
set forth in the claims (i.e. photograph descriptions including one or more of camera 
location, coordinates, magnetic bearing of the lens, inclination of camera, shutter speed, 
an aperture, a plurality of environmental conditions, film type recited in claim 11), it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to alter the indicia since it would only depend on the intended use of the 
assembly and the desired information to be displayed. Further, it has been held that 
when the claimed printed matter is not functionally related to the substrate it will not 
distinguish the invention from the prior art in terms of patentability. In re Gulack, 217 
USPQ 401 (CAFC 1983). The fact that the content of the printed matter placed on the 
substrate may render the device more convenient by providing an individual with a 
specific type of information/instruction does not alter the functional relationship. Mere 
support by the substrate for the printed matter is not the kind of functional relationship 
necessary for patentability. Thus, there is no novel and unobvious functional 
relationship between the printed matter (photograph descriptions) and the substrate 
(guidebook) that is required for patentability. 

Regarding claim 12, Smith (modified by Ruebens) discloses the descriptions are 
placed in a portion of the guidebook separate from the photograph locations (figure 1 of 
Ruebens). 

Regarding claim 13, Smith (modified by Ruebens) discloses the descriptions are 
placed adjacent their respective photograph locations (figure 1 of Ruebens). 
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Claims 20-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
6,257,621 to Smith in view of 6,930,71 5 to Mower. 

Smith discloses a guidebook comprising means for retrieving photograph details 
in a guidebook (pages 14 capable of receiving text). Smith further discloses having a 
camera (18) associated therewith. However Smith does not disclose the specific 
functionality of the camera (i.e. having means for navigating to a photograph taking 
location and means for orienting the camera according to retrieved photograph details). 

Mower teaches having a camera having a means for navigating to a photograph 
taking location and means for orienting the camera according to the retrieved 
photograph details (column 2 lines 50-67 and column 3 lines 1-11- since Mower teaches 
the use of analog compass and inclinometer that allows for data to be input manually 
into the computing unit of the camera, the examiner takes the position that this manually 
entered information could be gathered from a book or written document). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use the teachings of Mower with the system of Smith for the 
purpose of providing a more detailed camera image. 

Regarding claim 21 , Smith (modified by Mower) discloses the claimed invention 
expect for the specific arrangement and/or content of the indicia (printed matter) set 
forth in the claims (i.e. photograph details including at least one of a camera location, 
coordinates, magnetic bearing of the lens, inclination of camera, shutter speed, an 
aperture, a plurality of environmental conditions, film type). 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to alter the indicia since it would only depend on the intended use 
of the assembly and the desired information to be displayed. Further, it has been held 
that when the claimed printed matter is not functionally related to the substrate it will not 
distinguish the invention from the prior art in terms of patentability. In re Gulack, 217 
USPQ 401 (CAFC 1983). The fact that the content of the printed matter placed on the 
substrate may render the device more convenient by providing an individual with a 
specific type of information/instruction does not alter the functional relationship. Mere 
support by the substrate for the printed matter is not the kind of functional relationship 
necessary for patentability. Thus, there is no novel and unobvious functional 
relationship between the printed matter (photograph descriptions) and the substrate 
(guidebook) that is required for patentability. 

Claims 23-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
6,257,621 to Smith in view of Reubens and further in view of 6,930,715 to Mower 

Smith discloses having a system comprising a book with pages and a camera 
(pages 14, camera 18). Smith further discloses the pages are capable of supporting 
text. 

Smith does not show a plurality of preprinted technical details for identifying each 
of the blank photograph locations and means for replicating the technical details 
(although Smith discloses a camera, it is not specific to the functionality of the camera). 

Ruebens teaches having preprinted indicia associated with the photos (35,36). 
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Regarding the specific arrangement and/or content of the indicia (printed matter) 
set forth in the claims (i.e. photograph descriptions including one or more of camera 
location, coordinates, magnetic bearing of the lens, inclination of camera, shutter speed, 
an aperture, a plurality of environmental conditions, film type recited in claim 11), it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to alter the indicia since it would only depend on the intended use of the 
assembly and the desired information to be displayed. Further, it has been held that 
when the claimed printed matter is not functionally related to the substrate it will not 
distinguish the invention from the prior art in terms of patentability. In re Gulack, 217 
USPQ 401 (CAFC 1983). The fact that the content of the printed matter placed on the 
substrate may render the device more convenient by providing an individual with a 
specific type of information/instruction does not alter the functional relationship. Mere 
support by the substrate for the printed matter is not the kind of functional relationship 
necessary for patentability. Thus, there is no novel and unobvious functional 
relationship between the printed matter (photograph descriptions) and the substrate 
(guidebook) that is required for patentability. 

Mower teaches having a camera with a GPS system providing position 
coordinates (figure 2 and column 4 lines 53-67). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use the preprinted indicia teaching of Reubens and means of the 
camera of Mower for the purpose of providing information in the guidebook and for the 
purpose of providing a more detailed photo image. 
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Response to Arguments 

Applicant's arguments filed 12-4-2007 have been fully considered but they are 
not persuasive. 

Upon review of the arguments associated with the appeal brief and the 
amendment to claims 20-21 prosecution is being reopened to move clearly address the 
"means" of claims. 

Regarding applicant's arguments towards the application of Gullack for the 
content/arrangement of the indicia, the examiner maintains that indicia of applicant's 
guide book merely provides information to the user. The fact that the content of the 
printed matter placed on the substrate may render the device more convenient by 
providing an individual with a specific type of information/instruction does not alter the 
functional relationship. Mere support by the substrate for the printed matter is not the 
kind of functional relationship necessary for patentability. Thus, there is no novel and 
unobvious functional relationship between the printed matter (printed photograph 
descriptions/ technical details) and the substrate (guidebook) that is required for 
patentability. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. This is simply art of interest and was not used to reject any 
claims in this office action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAM I LA WILLIAMS whose telephone number is 
(571)272-4431 . The examiner can normally be reached on Monday-Thursday 6:00am- 
4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Derris Banks can be reached on 571-272-4419. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Derris H Banks/ 

Supervisory Patent Examiner, Art Unit 3725 
/J. W./ 

Examiner, Art Unit 3722 



